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Sir: 

In reply to the Office Action dated May 21, 2008, reconsideration and withdrawal of the 
rejection is respectfully requested. 

I. CLAIMS 1-4. 7-10. 15. 16. 18, 21 AND 22 ARE ALLOWABLE OVER KAWASAKI AND 
TANIKAWA 

The Office Action rejects claims 1-4, 7-10, 15, 16, 18, 21 and 22 under 35 U.S.C. §103 (a) 
over Kawasaki (U.S. Patent Publication Number 2003/0108328), in view of Tanikawa (U.S. Patent 
Number 6,515,950). Because the combination of Kawasaki and Tanikawa is improper, and because 
even the improper combination of these references fails to disclose or suggest all the features of 
these claims, the rejection is respectfully traversed. 

Kawasaki is directed to a digital video recorder. The Kawasaki digital video recorder 
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operates such that after a file has been played to the user, the Kawasaki device causes a message to 
be displayed on the display screen asking if the user would like to delete the file which has just been 
played. This display is presented to the user at a time when no recording operation is being 
performed. The user can then manipulate a remote control to instruct the digital video recorder to 
delete a particular program file, or to indicate that the file should not be deleted. 

Tanikawa discloses a method which could be used by a digital video recorder to overwrite 
program files which have already been played to a user at least once. Tanikawa discloses that 
information about each of the program files is recorded in a management area on the recording 
medium. This management information can include an indication of when the file was first 
recorded on the recording medium, an indication of when, if ever, the file has been played to the 
user, and whether the user has issued an instruction to "write protect" the file. Write protecting a 
file will ensure that the program file is not deleted or overwritten by another program file. 

The whole point of the Tanikawa methods is to automate the process of overwriting 
previously recorded program files with new program files. When the digital video recorder is 
conducting a recording operation, the system checks to determine if there is free space on the 
recording medium. If so, the new files are recorded on the free space. 

If no free space is available, the system management information for the files that have 
already been recorded on the recording medium. All program files that are not marked as write 
protected, and that have already been played to the user at least once are subject to being 
automatically overwritten by the new program files. The system consults the management data and 
begins to overwrite those program files which are not write protected and which have already been 
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played at least once, beginning with the file that is the oldest, in terms of when it was played to a 
user. 

The Tanikawa methods allow a digital video recorder to automatically overwrite old program 
files without requiring the intervention of the user. To the extent the user wishes to write protect 
certain files, the user is free to do so. However, if new program files need to be recorded onto the 
recording medium, and certain old program files which have already been played to the user are 
available, the Tanikawa system will automatically overwrite the previously played files, starting with 
the oldest files first. 

It is respectfully submitted that one of ordinary skill in the art would not have been 
motivated to modify the Tanakawa methods to incorporate any features of the methods disclosed in 
Kawasaki. Tanikawa specifically teaches methods of operating a digital video recorder do not 
require the intervention of the user in order to overwrite old program files. Tanikawa teaches that 
this is advantageous, as it eliminates the need for user intervention, unless the user wishes to write 
protect certain program files. 

As explained above, the Kawasaki digital video recorder forces a user to interact with the 
digital video recorder, using an on screen display and a remote controller, to manually select files 
which are to be deleted. The deletion of the files free up the space on the recording medium for 
new program files. 

If one were to modify the Tanikawa methods to incorporate the Kawasaki on screen displays 
which allow a user to interact with the digital video reorder to manually select files for deletion, this 
modification would destroy the entire purpose of the Tanikawa methods. In other words, if one 
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were to modify the Tanikawa methods to force the user to interact with the recorder to select files 
for deletion, the Tanikawa digital video recorder would no longer be automated, and the entire 
purpose of the Tanikawa methods would have been destroyed. 

For at least the above reasons, it is respectfully submitted that one of ordinary skill in the art 
would not have modified the Tanikawa methods to incorporate the display and interaction steps 
disclosed in Kawasaki. Accordingly, it is respectfully submitted that the combination is improper, 
and that the rejection should be withdrawn on these grounds alone. 

Moreover, even if one were to improperly combine the Tanikawa and Kawasaki references, 
the improper combination would still fail to disclose or suggest all the features of certain of the 
rejected claims. 

For instance, claim 3 recites displaying management information of data to be deleted from a 
storage medium during a data overwriting operation in the form of an onscreen display. Claim 3 
further recites that the onscreen display image would include a mark identifying a position of the 
data file to be deleted. As explained in the present application, the mark would provide an 
indication about where on the actual physical recording medium the data file to be deleted is located. 
Claim 4 depends from claim 3 and further recites that the onscreen display also includes a mark 
identifying a position of the video image data that is currently being recorded on the recording 
medium in the recording operation. 

The Office Action suggests that Kawasaki discloses displaying a mark identifying a position 
where a data file is to be deleted, or that the onscreen display includes a mark identifying a position 
of video image data that is currently being recorded. The Office Action points to images such as 
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that shown in Figure 1A of Kawasaki, which provides a listing of all of the data files recorded on the 
recording medium, wherein the list is provided in a particular order. It is respectfully submitted that 
listing program data files in a particular order does not provide any indication about where those 
files are actually recorded on the recording medium itself. Furthermore, because Kawasaki is not 
conducting a recording operation at the time that Kawasaki system provides an onscreen display, the 
onscreen display is necessarily not indicative, in any fashion, of where data is currentiy being 
recorded during a recording operation. 

Claim 8 recites that the management information which is displayed to a user is information 
of the data file recorded on the storage medium at a position spaced apart by a predetermined 
distance from a current recording position of the storage medium. In other words, claim 8 recites 
that management information is displayed for a file which is recorded at a location on the physical 
recording medium that is spaced apart from the current recording position on the physical recording 
medium by a predetermined distance. Claim 9 depends from claim 8 and recites that the 
predetermined distance is determined by at least one of the control signal and a selection made by a 
user. Claim 10 also depends from claim 7 and recites features similar to those in claim 8. Nothing 
in either Tanikawa or Kawasaki disclose or suggest displaying management information for a file 
that is recorded on the recording medium at a position that is located a predetermined distance from 
the current recording position on the recording medium, nor any of the additional features in claim 
9 

Claims 21 and 22 depend from claims 15 and 18, respectively, and include features similar to 
those discussed above in connection with the other dependent claims - features which are not 
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present in Tanikawa and Kawasaki. 

For all of the above reasons, it is respectfully submitted that the dependent claims are also 
allowable over even the improper combination of Kawasaki and Tanikawa. 

In view of all the foregoing, withdrawal of the rejection of claims 1-4, 7-10, 15, 16, 18, 21 
and 22 over Kawasaki and Tanikawa is respectfully requested. 

II. CLAIMS 5 AND 6 ARE ALLOWABLE 

The Office Action rejects claims 5 and 6 under 35 U.S.C. §1 03(a) over Kawasaki, in view of 
Tanikawa, and further in view of Applicant's admitted prior art. As explained above, it is 
respectfully submitted that the combination of Tanikawa and Kawasaki is improper. For at least this 
reason, withdrawal of the rejection is respectfully requested. 

III. CLAIMS 11-14, 17 AND 23 ARE ALLOWABLE 

The Office Action rejects claims 11-14, 17 and 23 under 35 U.S.C. §103 (a) over Kawasaki, in 
view of Tanikawa, and further in view of Cochran (U.S. Patent Publication Number 2004/002483 8) . 
As noted above, the combination of Tanikawa and Kawasaki is improper. For at least this reason, it 
is respectfully submitted that the rejection is improper and withdrawal of the rejection is respectfully 
requested. 
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IV. CLAIMS 19 AND 20 ARE ALLOWABLE 

The Office Action rejects claims 19 and 20 under U.S.C. §103 (a) over Kawasaki, in view of 
Cochran, and further in view of Tanikawa and Aapplicant's admitted prior art. As noted above, the 
combination of Kawasaki and Tanikawa is improper. For at least this reason, withdrawal of the 
rejection is respectfully requested. 



V. CONCLUSION 

In view of the foregoing, it is respectfully submitted that the application is in condition for 
allowance. If the Examiner believes that addition changes would place the application in better 
condition for allowance, the Examiner is invited to contact the undersigned at the telephone number 
listed below. 
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To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is hereby 
made. Please charge any shortage in fees due in connection with the filing of this, concurrent and 
future replies, including extension of time fees, to Deposit Account 16-0607 and please credit any 
excess fees to such deposit account. 



P.O. Box 221200 
Chantilly, Virginia 20153-1200 
703-766-3777 jCE/krf 
Date: June 20, 2008 

Please direct all correspondence to Customer Number 34610 



Respectfully submitted, 
KED & ASSOCIATES, LLP 




Johif C. Eisenhart 
Registration No. 38,128 
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